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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)E3 Responsive to communication(s) filed on 22 June 2004 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) El Claim(s) 1-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. \ 

5) M Claim(s) 1-23 is/are allowed. 

6) M Claim(s) 24-28 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers , 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 22 June 2004 is/are: a) 13 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)l3 All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. (3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Drawings 

The drawings were received on June 22, 2004. These drawings are 
approved. 

Claim Objections 

Claims 24-28 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to 
place the claim(s) in proper dependent form, or rewrite the claim(s) in 
independent form. At first glance claims 24-28 appear to be dependent claims 
since they reference another claim in the limitations. However, the claims are 
directed towards a separate invention, i.e. a computer-usable storage medium. 
Therefore, they do not further limit the subject matter of a previous claim. For 
example, in claim 24, the limitations of claim 1 are merely being incorporated 
into a the storage medium (through a short-hand method by referencing claim 
1) and it is the storage medium that is being further limited by the additional 
claim language, not the device of claim 1. Consequently, claim 1 is not being 
further limited by the limitations of claim 24. While the short-hand way of 
writing the claim is acceptable. The claim is independent and the necessary 
fees associated with independent claims must be paid. See MPEP 608.0 l(n) 
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which states: "Where a claim in dependent form is not considered to be a 
proper dependent claim under 37 CFR 1.75(c), the examiner should object to 
such claim under 37 CFR 1.75(c) and require cancellation of such improper 
dependent claim or rewriting of such improper dependent claim in independent 
form. See Ex parte Porter, 25 USPQ2d 1144, 1147 (Bd. of Pat. App. & Inter. 
1992) (A claim determined to be an improper dependent claim should be 
treated as a formal matter, in that the claim should be objected to and 
applicant should be required to cancel the claim (or replace the improper 
dependent claim with an independent claim) rather than treated by a rejection 
of the claim under 35 U.S.C. 1 12, fourth paragraph.) The applicant may 
thereupon amend the claims to place them in proper dependent form, or may 
redraft them as independent claims, upon payment of any necessary additional 
fee." 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

Claims 24-28 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
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enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. Claims 24-28 all recite "A 
computer-usable information storage medium used in a game system that 
comprises: the position indication device as defined by claim #..." A computer- 
usable storage medium is a disk, CD, hard drive, memory, etc. These types of 
devices are not capable of comprising a position indication device as defined in 
the other claims. A storage device holds computer data, for example a program 
or files, not a position indication device. Furthermore, storage mediums also 
cannot contain game processing means or image generation means as recited 
in the claims. Therefore, the claims are not enabled. The Examiner believes 
that Applicant intended the claim to recite: "A game system that comprises: a 
computer-usable information storage medium..." in which case the claim would 
be enabled if re-written in this manner. 



Allowable Subject Matter 

Claims 1-23 are allowed over the prior art of record. 

The following is a statement of reasons for the indication of allowable 
subject matter: The prior art of record lacks in disclosing a cut-out portion in 
a connection portion between parts of the light-proof member in order to form a 
through-hole for a signal terminal of the optical sensor. The prior art also 
lacks in disclosing a second light-proof member to prevent the incidence of the 
external light from a gap between the board and a slit provided in the light- 



Application/ Control Number: 10/069,172 Page 5 

Art Unit: 3713 

proof member for the insertion of the board. Furthermore as pointed out in 
Applicant's arguments, the closest prior art of record, Fujimoto, does not 
disclose a light-proof member that is provided in the indicator body and covers 
the lens and the optical sensor completely in such a manner that external light 
other than light from the light-incident aperture is not incident on the lens and 
the optical sensor. Fujimoto provides a filter that allows infrared light through 
it. Therefore, the filter is not a light-proof member that completely covers the 
lens and optical sensor so that external light is not incident on these elements. 

Response to Amendment 

It has been noted that claims 1, 5, 12, 22 and 23 have been amended. 
New claims 25-28 have been added. 

Response to Arguments 

Applicant's arguments, see Arguments, filed June 22, 2004, with respect 
to the Fujimoto reference and claims 1-23 have been fully considered and are 
persuasive. The rejection of claims 1-23 has been withdrawn. 

Based on Applicant's submission of the International Search Report, 
references JP 53-143500 and JP U 63-89141 from the IDS statement filed 
February 22, 2002 have been considered. 



Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Julie K Brocketti whose telephone 
number is 703-308-7306. The examiner can normally be reached on M-Th 
7:30-5:00. 

The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. 



Application/ Control Number: 10/069,172 



Page 7 



Art Unit: 3713 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-2 17- 



9197 (toll-free). 
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